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SR

Ef 7o gt p > (™~ F’E‘Tﬁ’%i 7 (territorial doctrine) - EJJ AN
PR R AR AR SIS O ;g% N JU?UE“ M
94 #5]0,  (extraterritoriality ) ° 71 » 5 I~ FERPEIEARBE JU?H

qEJ’ FILY RUREETE W At 5 PR 3 SR AT BRE gﬁipﬁ?ﬁﬁqﬂ/
I*’E" » o PIERERES e BELY [hE RLEYE AR -

T 7 phaZ 3% ; (World Trade Organization, WTO ) [/ T=2%7

20 N4 ”ﬁ LUt % f#777E | (The Agreement on Trade-Related Aspects

]
of Intellectual Property Rights, TRIPS) » " [({F&" H [ I~ IT(JZJ N

R4

il

3
¢!

 (The Paris Convention for the Protection of Industrial Property » I']
A TR ) e 9 S R ! WTO.V TRIPSEf £
(IECEE T JRREE - e [ R RrRL A - @@M@s«'
T lJé‘«%J*ﬂJfﬁf« I rﬁ%%ﬁ* 3]s 2gr] > TRIPSE 4l 9f 35 )0
R g S B Rk AELD ﬁlrégﬂ[ ARk f e £l fﬂjf/\%‘
FIJS 91 55 e 1290 ol

SR FIE IR271 (@) AL PRI R VRIS S IS8

Kendra Robins, Extraterritorial Patent Enforcement and Multinational Patent Liti-
gation: Proposed Guidelines for U.S. Courts, 93 VA. L. REV. 1259, 1288 (2007).
Cameron Hutchison & Moin A. Yahya, Infringement & the International Reach of
U.S. Patent Law, 17 FED. CIR. B.J. 241, 260-61 (2008); Jacob A. Schroeder, So Long
as You Live under My Roof, You'll Live by ... Whose Rules?: Ending the Extraterri-
torial Application of Patent Law, 18 TEX. INTELL. PROP. L.J. 55, 67 (2009).

WTOz TRIPSz %3i%2 "B ¥:8 R A , (national treatment principle) » %4

2. T A ®WFB R A, (most-favoured-nation treatment) » # T 5 % 7 &

T VERE R A RE b o

TR E2E2Z TR FEZRP , (national treatment principle) » 7 ¥ f2§

SERAFE s o

35 U.S.C. § 271—Infringement of patent.

(a) Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States, or
imports into the United States any patented invention during the term of the pat-
ent therefor, infringes the patent.
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FE‘?’J ﬁ:’f’{ (intangible goods ) - P EA&a L > F=]] ﬁi'ﬁ gilﬁffﬂ
fE f— AR ER TN S 1D (S AR ML I = ) I i R I
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6 35 U.S.C. § 100(c)—The terms “United States” and “this country” mean the United

States of America, its territories (48 ) , and possessions ( f# ) .
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Schroeder, supra note 2, at 81.

Hutchison & Yahya, supra note 2, at 242.

Marketa Trimble, When Foreigners Infringe Patents: An Empirical Look at the In-
volvement of Foreign Defendants in Patent Litigation in the U.S., 27 SANTA CLARA
COMPUTER & HIGH TECH. L.J. 499, 513 (2011).
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10 Curtis A. Bradley, Territorial Intellectual Property Rights in an Age of Globalism,

37 VA JINT'L L. 505, 514 (1997).
! United States v. Palmer, 16 U.S. 610 (1818).



196 2+ z5 %178 2015# 5"

ST AT VT 125)#F'LEIHT ZHE P | i&”ﬂf BIFIRE > Pl B
['Hji-jfigf; ’ [EI—TJJ;‘W—‘L‘AJ_S i'iﬂ F’ﬁ“ 3—7&@ /— o
- Jur— ?FF J1% 27V Deepsouth v. Laitram% > 13%%*”%7}*‘3_'4
=S }“[2{@% % F  Laitram >° f[ T?EL LR iLﬁ%ﬁ”E'Ef ol 1 F]
Deepsouth ™ Fil{F## > BEIRE SB[ Qilﬁ : Aﬁzf | ESE LA [
B X B ”%‘ng “f S5 BE O EEE TR ko %E’?/Iﬁ
ﬁ[i“3,§[’§§iﬂ5?ﬁ[ﬁ5"<7fl'ﬁ IR ARy (B4R :f/[‘?'ﬁﬁlﬁlﬁf%ﬁ’lﬁj S
T HIHAERIE T ’Fﬁ’?ﬂg’@
ORSLEFIIVE E1H IS
F"TFEF CEREN NS TR N SRR AR AR e R T
R A S5 Ry ) T S e A R
I - MBI fE R - Je]e- # VEEOC v. Arabian Am. Oil%
Bl
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_)\@[q’:»j;j:[ g)z[rﬁg/‘ Jupu ﬁnﬁ:ui VE BT jiﬁf”@ﬁ[r[ A
1 (Judiciary and Judicial Procedure » I') ™ 7 '— Filtx TT‘[J’**"*EH 3£ )
AEPOIRL > Pk AT1498(a) L > Mo REPTfiDD LE
55 PHE JJ%[J #[EI“ ﬁ‘/i{ TR ES«'TE}" [T AL s B E "”?3; |
TEJJJ F| e~ V [HIES [ES«' T A Eﬁ [#i3E [k ( United States Court of Federal
Claims ) S 5 Fﬁ‘j?ﬁi%’ LEIGE R B U+ [ ST1498() KL (1

F; e VEIF:‘?% il = 8L a8 & /9, (claim arising in a foreign

AR 3 @ik TR RIES 5% (Alien Tort Statue, ATS) $ik

B vh 20 B4 7 5 42 3% © Kiobel v. Royal Dutch Petroleum Co., 133 S. Ct. 1659
(2013).

Deepsouth Packing Co., Inc. v. Laitram Corp., 406 U.S. 518 (1971).

Bradley, supra note 10, at 510.

EEOC v. Arabian Am. Oil Co., 499 U.S. 244 (1991).
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Deepsouthﬁfrﬁkui BRI 827 1@ D B9 L9 > O BRE ﬁ“d‘c "5t
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aﬁﬁlrﬁﬁu Vo

1 28 U.S.C. § 1498—JUDICIARY AND JUDICIAL PROCEDURE, Patent and copy-

right cases

(a) Whenever an invention described in and covered by a patent of the United States
is used or manufactured by or for the United States without license of the owner
thereof or lawful right to use or manufacture the same, the owner’s remedy shall
be by action against the United States in the United States Court of Federal
Claims for the recovery of his reasonable and entire compensation for such use
and manufacture.

(c) The provisions of this section shall not apply to any claim arising in a foreign
country.

i Richard T. Ruzich, Government Patent and Copyright Infringement Overseas under
28 U.S.C. §1498 (in the Shadow of the RIM Decisions), 15 FED. CIR. B.J. 401, 423

(2005/2006).
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E“%T P& = 0 B PR b BEdE Ry DY AR
H‘%ﬂ**ﬂﬁf R - R o SRS (substantially equiva-
lent) i’ F'FAT@PW’J o IedR e TIRRETRAR - T Tui" o [ EY 15
SOl 2 B ROURE A 7 11 1 i By R
Eﬂ%f* FIFITJFF R F“a:‘f ]7 [HEE Wﬁiﬁﬂ (claim as a whole)
U R R
T E I B THT ) o R = IRIEREERS 2 K
ﬁgw*?ﬁﬁRW?m&?ﬁ(ﬂé Wtﬁﬁnéﬁﬁai Pt ]
2 1h 8 AL I Ry T
G o A - SRR T D R T

— JurpuE ﬁjﬂ%ﬂ/%\@yigf FINFE 5R271(H % 20,\/;;_7} 3 liFk":T:'%jEJ

'8 NTP, Inc. v. Research in Motion, Ltd. (RIM T[), 418 F.3d 1282, 1313 (Fed. Cir.

2005).

Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 934-35 (Fed. Cir. 1987).

35U.S.C. § 271(D):

(1) Whoever without authority supplies or causes to be supplied in or from the
United States all or a substantial portion of the components of a patented inven-
tion, where such components are uncombined in whole or in part, in such man-
ner as to actively induce the combination of such components outside of the
United States in a manner that would infringe the patent if such combination oc-
curred within the United States, shall be liable as an infringer.
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S o 21

w

(2) Whoever without authority supplies or causes to be supplied in or from the
United States any component of a patented invention that is especially made or
especially adapted for use in the invention and not a staple article or commodity
of commerce suitable for substantial noninfringing use, where such component
is uncombined in whole or in part, knowing that such component is so made or
adapted and intending that such component will be combined outside of the
United States in a manner that would infringe the patent if such combination oc-
curred within the United States, shall be liable as an infringer.

Ernest J. Hanson, What is a Component: Has Cardiac Pacemakers Put 35 U.S.C.

$271(F)’s Applicability to Process Patents on Life Support?, 2010 U. ILL. J.L.

TECH. & POL’Y 383, 400 (2010).
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22 Dan L. Burk, Patents in Cyberspace: Territoriality and Infringement on Global

Computer Networks, 68 TUL. L. REV. 1, 29 (1993).

Cochrane v. Deener, 94 U.S. 780, 788 (1876).

See John P. Sumner & Steven W. Lundberg, The Versatility of Software Patent Pro-
tection: From Subroutines to Look and Feel, in COMPUTER LAW. 1, 6 (1986).
Gottschalk v. Benson, 409 U.S. 63 (1972).

23
24

25



e b £ B EAIB Aot 201

.
*

(laws of nature ) EF:)} HIF T P - ?Jfg | B -
]?ZK?E’& #%tifParker v. Flook® »Diamond v. Diehr% > SHfi&F
RS WY o Flook ' I gk V75— ARess 4 A VR e
?Eﬁ JAPTEVIRE LD T REEEEE ) T VR ] S I”jéﬁF'FJfﬁv
A= F‘sﬁﬂjﬁ&“\ji}@iﬂ; ] o 7 Diehr % f[1 > ‘j} e Vg FEF
rﬁ?ﬁf:' LS qﬁ*{ﬁ“*@\f—%fﬁﬁ%ﬂi[ EF?%E‘T—%“‘J%E el FETE '7#3* EJHP ES
3?%7%‘%1%” o [EE H[%f_ﬁ;‘”ﬁ‘u@l%j‘ PR o T R W
Hesp 0 }qu%[ﬁé o fg;@'ﬁﬁf%” ﬂ#l%‘ﬂ‘%ﬂ%“f{[ﬁ“%@*?
R o A e g jJJ*IJ[i el PR L » AR R Al
(EELR FJ’%UTEF” P E T RS R iH'% i
& A%fiﬁ SN §-E LI
ISP IEY E&'“ﬁﬁﬁﬁﬁ, 1# [ ¥fBenson ~ Flook » 7s’/Diehr_E“'fijz”I/ HHk
AR R AR AR e SRS LA S jﬂJlEE F'lif
PURTR AL g LR B R - ﬂwﬁfﬁi BT
AT Y 3 ZRRE RS B - > i A 2 g
%*FE 1 H R SRR =1 IS R
PP - ST AL R AL (e
U, HE! ik ;J!ﬂj[ft [ g/m | PeEEE D Al e A }_qﬁﬁﬁaﬁjl‘e
L2y PRI A Sy IR AL R R -
f’wWﬁWﬂ\uﬁ”?”%ifﬁVk%ﬁF%$pﬂﬁ g
o ER ? RSl nf[ (means plus function claims) i
JLETFE' i ﬁW J*ﬁﬁr“@ﬁ HfF i ‘/%%Jl’%ﬁ%‘“o
T, R TR, 2
Tdﬂﬂij I1ING “fr%?u i VHERET271I(DIEY TR B
sy TR VETE O RS OOD“'?F J Pellegrini v. Analog Devices
% 26: i5("_}5*15[Pellegrinif‘ F{J%J@f Analog Devices " Fi].V ﬁﬂlﬁ#[*ﬁ =

r
ﬁgﬁﬂfmwmﬁL@@%%J%w»ﬁ%ﬂ:aﬁwﬁﬁya

2 Pellegrini v. Analog Devices, Inc., 375 F.3d 1113, 1117 (Fed. Cir. 2004).



202 B EEF1TY 2015# 5"

ook 7 TU g, Cphysically) KRNI | o R AR 5T
271(f)(1)l T, -

47#@?[;_1/1%;\4 F_%&;“EJ FE[ L @ﬁugg é;u Zjﬁf'\ﬁ}m
T B S o (E I o A X 7
RGBT B SRR R o SRR
FATEAI R AR U ) AT
PELET AR THREL, o e BENRAS R [l T Y
27NMOMIFEY RARTED = FBEN LA TRy ) (AR - [
e B PR Vﬂh”%" "t ?ﬂli (tangibility ) ’Eﬂplﬁﬂiﬁfﬂml
VOUWER, PW TR 7 jPellegrini® (EBRRE TR [, W
T, -

= QQ?rEF VEolas v. Microsoftzgz 2B SCBHREIROR
JT f[ I/EIFJAL r”’ K [ES«ILI'[IZ‘”:I F_ZPFJH[J ~"ﬁ/f§i*
7y waaau%u ﬁw@ R B £ A b A R -
e B A 2 izrﬁF#Jﬁﬂﬁf“*ﬁgﬁLﬁﬁﬁﬁ%%Fﬁ”ﬁ
oo Fj}[i%l?itz Dl F:‘j?p LY FH R IRV R BES _,Cq[%j%“ﬁ BRI
CHFEE L FERE TR G 2 R ] L TR
( machines ) FI”“"jJ’ﬂJ]%%_J/ r?ﬁ*ﬁ‘%}mﬁ’f“J ( physical structures) ; 3.
lﬁ T iE AT (W FE Ry B ?F' ¥ Y A H FJJ! F| ( method or process
patents ) ; 4. B«[T“ﬁ E&'ﬁ H{fg}bl [l P R T HCRR AL
( physical mventlons) V* Y EJ*JLJ PP o 29E[l75/‘Eolas:i f-
E@%@V?%’Fﬂ%w&#iqﬁmpwamumﬁverh7yfﬁ
oo

[ﬁjﬁ{&“ OO = VAT&T v. Microsoft® (I') > 7 T AT&T 1
Hy ) OBERAGE b ek A R IR 1271 (D

N,
sy T

27
28
29
30

Id. at 1117-18.

Eolas Techs. Inc. v. Microsoft Corp., 399 F.3d 1325 (Fed. Cir. 2005).

Id. at 1339-40.

AT&T Corp. v. Microsoft Corp., 414 F.3d 1366, 1369 (Fed. Cir. 2005). (AT&T I).



N £ R & I8 ed 203

.
*

PR THH S - ’ﬁﬁ%ﬁ«‘%ﬁﬁ% 520 Fl (AT&T) B TRt
Al s R i“*'iﬁztf[r‘" ; W'Jﬁlgi,l%ﬁt ( Windows )
VT, [HJFT[{;SE% r:—{r[:ﬂ jf%m@“l/l% 4 NI = I
Pﬂ/bifjj‘/‘ﬁ Eﬁ']i"l,j M- {55, A HEIHF“' lﬁ“{ﬁyrl,tﬁijfh ) ]E“l,_—;i?j_

912 R s MR R O B
T o eI Eolas R SLE(AI] » 7 b e J 55 JWIJF—*JEJ e
R TRy e AR R A ER G T Fﬁﬂ%’e%g\p |
Yo R Eja;zw»;k,@;{zj; SIFEREERE R T 0 R
I R R TR SRR SR R S
AR T Wﬁlﬁ

P %2 OO & UNTP v. RIM% > 2T fL 2 [?{?’?‘f%‘mﬂ(f)['“ I
TR EEE ] SRR R “Biﬂﬁu@fg Ll
o TR o T SRR BRI L TR o b F R
RIM 7+ il T’Elﬁ fﬂf%@ﬁ[_ SO R R R 9T 2 il
PR T E :ﬂ‘f VIR e DI RIS AR « (L [ A
Union Carb1de v. Shell » k4 FENTPR Y flife » L ET|
B [fl o )1 Eolas % £5 7% J’L[J”ﬂ R Y L AR R
rm% ’ p |HITR A -

Fﬂ?‘a “ #{|¥ Carbide} % > %] F%f;&%‘ﬁﬂ(t)["f VR IR o R
(RGN S ’Hiﬁﬁ iﬂ%‘aff OO+ & wHAT&T g (1]
A TATET IR, ) B o e L - ’&FIEJ@%’? RERU
1B BRI Mggg,y PR BARL t@a‘yzn(f)rw M5
2 2 PRI s R 2 A

IR IR o kL ERER2TIOMEY THE o S R

AR A FEIESRTIORY L - T Rb s B il -

31 NTP, Inc. v. Research in Motion, Ltd., 418 F.3d 1282, 1321-22 (Fed. Cir. 2005).
32 Union Carbide Chems. & Plastics Tech. Corp. v. Shell Oil Co., 425 F.3d 1366,
1380-81 (Fed. Cir. 2005).

33 Microsoft Corp. v. AT&T Corp., 550 U.S. 437 (2007). (AT&T I ).



204 B EEF1TY 2015# 5"

R IR R TR () - R Bt
AN B 2 il 5 R AR AR AR o (] ’f_’?‘f@@ _f'
Vo Y H;m Eh S R @%?‘«%ﬂ”iﬁ 9 &
H[ , F’?Fﬂzizéf?f/ 7%@%1\5’1?& V?E!QJ’}”??T? T | E]%’\[g;zl '—?E—I'ﬂ
PN T PR © (R » R R T SR Y
TR f*UJ KL R

plif e > SCBSRAE iL A e S iﬁf‘ R VAT&T TR
i+ Cardiac Pacemakers v. St. Jude Medlcalljt aeak RIETHI R o I?ﬂf;fa
ETHTAT&T I3 - f JJ%Um St 3SR T B pLR T o AR RS
TR ER r?ﬁé‘ﬁ“/ﬁ 57, (a constituent part) ~ [ EIff |
(element) - FY "5%5) ; (ingredient) Vi - %J?JF’? “biiEJJ FIIBEH 5
HIBT271(H % Iﬁ‘%{%“‘ﬁ* ZER] Ef’lIF‘F Y TEORR T
( physical components ) -

AR S R A Rk B '+ﬁfﬂiﬁ?ﬁ£_7‘;%“ 9271 IR bl
i KU 0 2 Carbide R [ HAVE S %&ﬁwﬂ@'
T iHﬁFJ 1 T leT&T 3% 2R lﬁl_ﬁ)”lﬁe r+ Cardiac Pacemakers¥’ fit
A 2 IR A EOREE - 55!

AT&T T4 5% » ) PO TR 03P

q’Flﬁj&JﬁgF P FrpAER o SREELEEHI 0 @R “[} Tﬁ'ﬁﬁ!*

[mﬁj B ”leﬁqfﬁﬁﬁa I SRR - Flpf@i{ TaiE
PPN IR 5135 Bt tey - ¢ [m’mh i
AT&THihjfﬁmﬂ(f)l T ?»FJZ"?“ » S P (S IE'*' SR
-

PP IATRGUAT&ET TR EEI271O K ¥ RATGR ™ N3 1575

34 Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 576 F.3d 1348, 1365 (Fed. Cir.
2009).

N R R L R e - | L LR TN

. * o HRERE S %1698 5 201027 5 F 87 o

Hanson, supra note 21, at 383.



BHAE f 2 W& B bt 205

*

,?ﬁi} 9= 1 BT101 A Y FEJJ FI R 58 P %Ew?f ik F‘j Al H
e PR AR [y TR I TGS R (L TS S AN
T%gﬂ*’iﬂ? ‘%‘E'#*ﬁ‘}é (CEEIN %ﬁgﬁuﬂuﬂfﬁwit;i HEE T
fFa o r] rﬂﬁ}ﬁfaﬁﬁ'p ) TR THE RIS, TR AR
Fﬂ‘f 5 e ThL ﬁﬁi’é‘mﬂ(f)i"ff% U A I o EJI:M
o E I 'qﬁ?TRIPS?FEIFT#EJL Mg o 8

AT&T I R IRRLEF 2127 1(H D P Al El@@#wqﬁw o (EIE A
ﬁjﬁfﬂtﬁ%ﬁ’i}ﬁf&’ﬁi‘ﬂ*ﬁ@ i % ‘\”?iw}%pq '%F”Ji'ﬂ*ﬂﬁ@‘?
I e FIH 0 R TNES T %}%53“%\4 ’ ﬁ E%#‘E”’glﬁé VTl e - T
}‘ﬁ%@@ﬁ*—*’rﬂ G o DI ACH o SRR 2l S R i
LEfe Bl BIIFERE I T b ST 1T F{J CIHIEN [gyl'*'“%q‘jlﬁj
BRI T B IS P BhE A
SHH ) El;ji,l/ P B ERET2TI(D %V H Ewgh g > frifER Iii'[
T ST O R R X SBR AL -

9 ~ iBEz%
fkw'fﬂﬂiin7um]Fﬂn_ﬂ%uvyawram A TXB
RS %ﬁH%‘?ﬁ"ﬁ FFUI - T B ﬁlﬁi YSRIGAH E H (] PHY
@’mgwwﬁﬂﬂdwﬁ[’@%HE#*W’Wfﬁ%i%Wﬁ
¢y~ Ik #5500 [ ERER P Fé s ?i#:ﬁjj";‘}_sgll 5‘51/?' ,Dﬁ:t =

Pl A Fe- o I‘f[ES«‘EJ*ﬂJ??J‘J Ry SRR

& WHEEIERS

1BIEAESC O
12 ¥ 580k % 158 AiEBD o 2T ERF
EPBAEL kAR T G R B g E | 271(a)E 0
AAGEHERPR D AR FEEER 2
¥ 1d. at 407.
38

Hutchison & Yahya, supra note 2, at 242.
Bl BAE2 ok oS % W3 % 2 eMicrosoft v. AT&T2i- 4 > &
R & %1548 > 2007#8" > F37-




206 #XEHEF17Y 2015# 5"

EIFEFPri B~ BIERE AR - 7 fit A AR * [l o0
iy @5?fﬂﬁerﬁuJ&b&ﬁp*%ﬁVﬁh’ﬁw
"2 RIFRI L TR SRR FRE 0271 () D (AR o B A B
271(f)11=??5‘w§jﬂ@ IFE] s R AT - M

ﬂﬁ"ﬁ”“[ﬁiﬁ' ]2 R ALV A A 2 IR %‘“%

RVBIEET SRS 1 B T E > RIS [ A - 5117
sl ,v FE s P RE R EB li‘&@'ﬁﬁ“'éﬁﬂﬁulﬁx
T Frrtvb y[@zﬁfﬂ@ k ﬁ% ‘*;‘jsg[r*f Yigp & o

=H 3 E‘a&'“?f“rfi[ KO e e 'imijﬁ[hi BN EWJ‘*HP5 7
271D D L > FIWPREEL - 3 > 2 7 Carbide R Z[ 8 i EAVEDL -
Vi F[ IREY: ES«'T"’HF;‘:E * [53‘%’& AT&T I %' 24k > fﬁlz:ﬂ}ﬁ?é"& Cardiac
Pacemakers ¥ it i4F > 1 2[R » Uﬁﬂ, TRV ’]ﬁlFii ik 3%
m%ﬁ’quaaﬁﬁw’fjw ey

&L HREEIERS

IBAEIESL At PR
5 {2 5812 1 AEFTH c 21 2R

ERAREFRT > AP HRENRBAHRESL | 527102 2)iF -
41 ls—‘irﬁg}ﬂg 7. >3 i
Ir A BB P::.%- %L it
vl:go

A& AR G &

2 RIMNGS N

“W#ﬁgﬂjﬂﬁ%*%@W FELELI SR A AR
e ﬁﬁ’%ﬁ%ywuw~w:¢w’%@mm
271(a)|"“ S ENEC = E NG ,;_ﬁ o %lwm;@;g% 7y T U H JJ%H@
PrE > i TR R BT 5‘5271(a)r<f NI
PSRN i SR TSI
APPREE AR PV A o TR S RIS T RIS - IVRYREY B

\



SR £ Rl ko 207

*

P@mﬁlawH@§QWyﬁJoﬁﬂwymgaﬂﬁk,gwﬁ
9SS B i ﬁ%ﬁ\]ﬂalﬁﬁf%

P B A D R EOR o T SR S i
AT 2 TR a;«l;rjx%mi TRRTU I E I B HE - ]
PR SRR IR BTSRRI i R
ARG [ Z T FIS PR I [ -

— ~ REFEREF 271 (g) R B MNEEE A HE

ST - Jer B T jJJ FIf£1-% ; (The Process Patent
AmmhmmAaPmmJ*ﬂiﬂﬂugﬁVm %H%ﬂ@kﬁﬁ
EEIRNAV] SR e 5‘5337[”?40&IJ§;[E5‘[[59'[‘5’§?'J B3 E
( International Trade Commission, ITC ) Fi?‘%“ ﬁ‘ﬂ (' injunctive
relief) o *'ITCH (R AEAF | m" [ﬁ‘lb@&“ﬁlr,ﬁ” ] (cease and de-
sist orders ) n\ﬂifgﬁ EF Y 0 (E IF“Hék EJRT L [ﬂtﬁﬁij,[' SV VEIAYT
BT 2T b A EEE L SRS 0 2 JI%EJ”‘ bR EJ’*UT@ |
aE il -

S ST Q BRI AR T T X
B BB R SRR jfﬂ D %
Mt (48~ . 425@71&3}” P s Tk Eﬁ Fll; (process patent) ]

Section 337 of the Tariff Act of 1930 (19 U.S.C. 1337) (1988).

Thomas Bilodeau, When are Pharmaceutical Products Materially Changed from an
Intermediate Compound? Eli Lilly V. Cyanamid, 6 GEO. MASON L. REv. 339, 339
(1998).

35 U.S.C. § 271(g): Whoever without authority imports into the United States or
offers to sell, sells, or uses within the United States a product which is made by a
process patented in the United States shall be liable as an infringer, if the importa-
tion, offer to sell, sale, or use of the product occurs during the term of such process
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In actions alleging infringement of a process patent based on the importation, sale,
offer for sale, or use of a product which is made from a process patented in the
United States, if the court finds—(1) that a substantial likelihood exists that the
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Creative Compounds, LLC v. Starmark Laboratories, 651 F.3d 1303 (Fed. Cir.,
2011).
ARENEF990E  WE G 2RI P ABAE 2 FE Y R
; "H\w CE AR AR LB RS RS R e - BRI
EH #it{%k cHEEPAWURTARF L2 F R 2T R 5 R
o L BT flig 2 FERBZEZRE B LA RR -
Hutchison & Yahya, supra note 2, at 254.

46

47

48



210 2155178 2015# 5"

R & o R ErEae ~ Tl ag ) Ve P
PAE % ﬂE‘H—Tj’ %HE% Fﬁ# Peqb i > 43 THEAER | (material
change ) % > & ?Jiﬂ}i@ﬂ | EEi JHP[JQ = 49#’¢5‘I271(g)|"“
VRIS PR %%w13%¢ufﬂm#fwm§w
wn’éﬁ%@ixﬁﬂﬂi EI‘Z%’*J £ THTETRRR “‘/(_)7#@?/1% - ﬁ:ﬁ[,j/![z
= %Ij‘u (% f [/ , E [F‘—Exﬁl[?ﬂi&ﬁf )‘:r':T I;j@ > [Ftﬁiy[gﬁlgf%[ink
SYS8[E B3I A o
Eli Lilly v. Cyanamid%™>'4[| tﬁ—?*lﬂdiim UL IR

i’_ﬁl £ SBERYEL Lilly#* - J Juo & F,Cyanamld, fleﬂ?i S0 T
Jﬁfj—p'ﬂr ( cefaclor ) k&P > F 8P 5 NEl Lilly 2 F[JF’?‘J l/ﬁijggkgj;
i F?ﬁéliﬁ YA ‘F[ff”JJ (compound 6) A [ 1FrE % < Eli Lilly
Al e TeHE ﬁ?”u T S E - ﬁjﬁ' Bl A RL L%ﬂ‘% "R T
[ B TebE FEPJJ EREEEN: §T271(g)p A4
o TEETRRR . I'Egi[ﬁ?'?fﬁ A "5‘?3*55‘5' 15]& A 2 F;’ut
22292 Fﬁ#]“%?ﬂ CETARRR ) ﬁ‘j (S

Y ~ BEhMRGE 2 IS MO IR S

ﬁ“@ﬁ%ﬁ%ﬂ? S[IREIAEE o T 27 1) Rl 7
fi' f§Zoltek v. United States% fft3E—~ /5 o M Zoltek 3 1 F RS
GiftE (sovereign immunity ) FERE > F|SCBT ﬁﬁfﬂ@%ﬁ £ BT1498 %
o 557 fEEL Ry = RV I SEHEgt I ]E Frr]z)LﬁEU

49
50
51

Bilodeau, supra note 41, at 340.

Supra note 42.

Eli Lilly & Co. v. American Cyanamid Co., 82 F.3d 1568 (Fed. Cir. 1996). (see
Ruzich, supra note 17, at 440.)

52 Bilodeau, supra note 41, at 340.
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en.wikipedia.org/wiki/Cefaclor (last visited: 2015.03.16)

Zoltek Corp. v. United States, 51 Fed. Cl. 829 (2002).

28 U.S.C § 1498, supra note 16.
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Hutchison & Yahya, supra note 2, at 270.
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Article 28 of TRIPS, Rights Conferred.

1. A patent shall confer on its owner the following exclusive rights:

(b) where the subject matter of a patent is a process, to prevent third parties not hav-
ing the owner’s consent from the act of using the process, and from the acts of:
using, offering for sale, selling, or importing for these purposes at least the prod-
uct obtained directly by that process.
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9 14 at224.
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103 Ruzich, supra note 17, at 435.

%4 NTP, Inc. v. Research in Motion, Ltd. (RIM T), 392 F.3d 1336 (Fed. Cir. 2004).

05 RIMII, supra note 18.
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I I’;ﬁ;ﬁaj iR T '—%Z?E‘ 7“5k | (the system as a whole)
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2o

% RIM I, supra note 104, at 1344-45,
07 RIMTI, supra note 18, at 1316.

98 4 at 1319.

99 4. at 1315.
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BRI 1 5 SRR XA 405 7B 2 )
AR T BIP REALR] - TR > AR T AT pu i
F%I%J S IEREE (\JPEG"'JLIZF'?*’I/E@}%% [ 3R [ F“srifﬁhii;fjl
FII T P A8 2 5 T 3 [ |;4“ FFYPFEh Lilly v. Cyanamid% ~
Zoltek. fLife » 2kt 7 5y rw S By
=~ ANRZRZIBINET ]

I K2R EN B PR AR &
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( remote sensing from space ) ~ N~ % EI B & = ( direct
broadcasting ) - [‘}Bf%“(Jl ’JJﬁkﬁ:*I/WiE@iﬁ (research and manufac-
turing in micro-gravity environments) = > 115%@&1‘%“‘ R A
o mp s TEIENEE &R RS, (Inmarsat) B F[E&']?P@%fﬁii; A
#, (Intelsat) > ™ 2RI =@ 2 BI TN PEEIBIS | (space-
faring nations ) o AHIENFFIE = ¥ & R 12720k - (S P

1d. at 1317.
2 1d at 1318.

° Intellectual Property and Space Activities, Issue paper prepared by the International
Bureau of WIPO, at 4, April, 2004, http://www.wipo.int/export/sites/www/patent-
law/en/developments/pdf/ip_space.pdfatl 1. (last visited: 2015. 03.16).
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Al T‘EIT [l %H‘ﬁ&ﬁ%ﬁ ALY P‘ﬂ[*i“ Vﬂ’ﬂh;’%l*t ?J?F[v
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vy []‘e;i (190 5 Ehd FF#h JTRL I@% }L-ij'\ BSIE E
(Vandenberg) FHIFL I I TS e T B gl o SR
E ?J[E!&[%f%”l%%y%‘%ﬂ Pt > IS BRI R s
B AR T ) 05 gy A L A

?J%agj%ﬂifi B I SURIRE s BQ’E%J“EJ’%IW gt o 553?[?’%
N AE (space law) o B[k EH}}[%JEEJ’ﬂ"\i“iF[E*J VA BhER
BRSNS ARGES (the Cold War) byt ft] » st
BT A UL B

E}‘dfl e Bl o Eifel 71[4\4“# FI*J[ES"]@\FE%%%% ]| 3 S N
—TJ‘7?]J% ST Ay FIIE‘H—TJH“]J@ IR E FTJ?{IE' EIJ?F[ CDgE N
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1.°h % 205 X4

"9 %Y, (Outer Space Treaty) 7= £85 T F< B A
B Aok cer SR Y ﬁ BT T R 116F7/|%%\L
g )ﬁ SR TIE S gf\[gyng,};{ T I/E“a&?*‘“a [g}[é‘“)}‘[ﬁ > S
FUERBH ATt o U T SpE S P FIELE Y U 1 ﬁﬁﬂﬁiﬁ%\ﬁ‘/ﬂeﬁ
DR AU B o

?l%ﬁ?ﬁf’%t‘fj{% ’ ﬁﬁ‘[%ﬁf\ I: B‘fr—; [y 5% TV BV 3 B

116 .o . T . .
Treaty on Principles Governing the Activities of States in the Exploration and Use of

Outer Space, Including the Moon and Other Celestial Bodies, Jan. 27, 1967, 610
U N.T.S. 205, http://www.state.gov/t/isn/5181.htm (last visited: 2015.03.16).

Id art. 1. ( ... to facilitate the cooperation between nations to peacefully explore
outer space for the benefit of all peoples irrespective of the degree of their economic
or scientific development).
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2.5 8

ﬁﬁlf 79 (Registration Convention) V= €45 T 35524 7 9
AP ?E‘ [/ ﬁgﬁ “* 59, ( The Registration Convention of Objects
Launched into Outer Space) - FSZF FAIHE = Ju PUF ‘fff A B«IFVT%?F
— Jus o E S [RTE  SR  R AR ﬁfjiﬁff*}‘ l'%ﬁxg,l/%“{
P é,;@-vrggj :

ﬁrzt AR T r:t[[ﬁi«' (State of Registry ) £§ [ {4 “59572(%
4 Q‘:ﬁj RN {}4 ﬁt',_‘/ 3% &t |, (the launching State on whose
registry a space object is carried in accordance with article I ) - 120?4 rj,c'
SaSGHER TSI (launching state) 5 0 (DF 1 EHFRY (7938 Hf
TR B85 «i- VI @ IR [ R R O R A
ANl [Eylj‘: o

T”f’f DRSBTS Y, YA - ZHIHE ? mﬁfﬁ 8
¢£#wwmi«¢%~iﬁﬁv@%%ﬁ«r@a%*mgiy

_;1

-

Id. art. 8. ( ... member states shall retain “jurisdiction and control” over any object
on its national registry launched into outer space and over any persons on board).

o Glenn H. Reynolds, The Patents in Space Act, 3 HARV. J.L. & TECH. 14, 19 (1990).

# 31 p Ro, Kleiman & Hammerle, supra note 91, at 208.
120 Ro, Kleiman & Hammerle, supra note 91, at 215.
121 (1) a State which launches or procures the launching of a space object or (2) a State

from whose territory or facility a space object is launched.
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T E SBTLY R RIS AT Y
Jﬂﬁ?ﬁﬁ RIS I o - T S FEF:E[?HHJ tf'ﬁéit—?l (o 122

34 ERBE

FBIHT— Jufer T IR TN R ) (The Space Station
Agreement )« 5 {5 LKL TS AR T MR BT %38 s
& HRIIE S 2 58 o BRI 2 R AR R R AR
R 2 SRR el CREEgt N A RS ET2 IR TIRATE R
Ly SR A, (module) KA S Y MRS ¢ Y

g RRE CeaR iy IE: 23 IS ekl LR S T Rl
EENE | (quasi-territorial jurisdiction )

AL BB T AT o P R R L
%mﬁgwgﬁmrf mjﬁﬁ#wmﬁﬁ’ﬁ& ERT21 A
GF A A B g F'Hi mﬁiﬂﬁr;cl[gw o 124¢¢F 5

)[%,‘MEP_?:F’\[ I,ﬁﬁ): ﬁ‘; ﬁj{ﬁzlﬁl L‘IJIEEH# 3% PE F H Fﬂ)\%}#@g&/ , 74

122 Ro, Kleiman & Hammerle, supra note 91, at 217.

3 Agreement Among the Government of Canada, Governments of Member States of
the European Space Agency, the Government of Japan, the Government of the Rus-
sian Federation, and the Government of the United States of America Concerning
Cooperation on the Civil International Space Station, Jan. 29, 1998, 1998 U.S.T.
LEXIS 212, http://www.state.gov/documents/organization/107683.pdf (last visited:
2015.03.16).

4 The Space Station Agreement § 21: Each module is the territory of the state to which
the module is registered for purposes of intellectual property law.
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° Intellectual Property and Space Activities, Issue paper prepared by the International

Bureau of WIPO, supra note 115, at 11. (In other countries, there is no explicit statu-

tory provision of this kind, except that, by virtue of the ratification of the 1988 Inter-

governmental Agreement, German intellectual property law is applicable to the

ESA-registered elements.)

35 U.S.C. § 105—Inventions in Outer Space:

(a) Any invention made, used, or sold in outer space on a space object or component
thereof under the jurisdiction or control of the United States shall be considered
to be made, used or sold within the United States for the purposes of this title,
except with respect to any space object or component thereof that is specifically
identified and otherwise provided for by an international agreement to which the
United States is a party, or with respect to any space object or component thereof
that is carried on the registry of a foreign state in accordance with the Conven-
tion on Registration of Objects Launched into Outer Space.

(b) Any invention made, used, or sold in outer space on a space object or component
thereof that is carried on the registry of a foreign state in accordance with the
Convention on Registration of Objects Launched into Outer Space, shall be con-
sidered to be made, used, or sold within the United States for the purposes of this
title if specifically so agreed in an international agreement between the United
States and the state of registry.

126
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127 Treaty on Principles Governing the Activities of States in the Exploration and Use of

Outer Space, Including the Moon and Other Celestial Bodies, supra note 116.
Ro, Kleiman & Hammerle, supra note 91, at 214.
129 1d

30 14 at 213-14.
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(b) Whoever actively induces infringement of a patent shall be liable as an infringer.
(c) Whoever offers to sell or sells within the United States or imports into the
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ances, Inc. v. SEB S.A., 131 S. Ct. 2060 (2011)
Limelight Networks, Inc. v. Akamai Technologies, Inc.572, U.S
786, 2014 WL 2440535, decided June 02, 2014; Muniauction, Inc. v. Thomson

Corp., 532 F.3d 1318 (2008)
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136 Thomson-Houston Elec. Co. v. Ohio Brass Co., 80 F. 712, 714 (6th Cir. 1897).

137 Westinghouse Elec. & Mfg. Co. v. Precise Mfg. Corp., 11 F.2d 209, 211-12 (2d Cir.
1926).

138 Charles W. Adams, 4 Brief History of Indirect Liability for Patent Infringement, 22
SANTA CLARA COMPUTER & HIGH TECH L.J. 369, 371-75 (2006); Mark A. Lemley,
Inducing Patent Infringement, 39 U.C. DAVIS L. REV. 225, 227 (2005).

Lemley, id. at 227; Bernard Chao, Reconciling Foreign and Domestic Infringement,
80 UMKC L. REV. 607, 633-36 (2012).
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40 Chao, id. at 617; Hanson, supra note 21, at 389.
Donald S. Chisum, Normative and Empirical Territoriality in Intellectual Property:
Lessons from Patent Law, 37 VA.J.INT’L L. 603, 615 (1997).
Chao supra note 139, at 608.

FIRHE B fli2 22w F * > 2012£97 » T316
35 U.S.C. § 287(c)(1): With respect to a medical practitioner’s performance of a
medical activity that constitutes an infringement under section 271(a) or (b), the
provisions of sections 281, 283, 284, and 285 shall not apply against the medical
practitioner or against a related health care entity with respect to such medical activ-
ity.
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\.14 !

° Elizabeth Moulton, Inducing Immune Infringement: The Interplay of Section 287(c)
and Section 271(b), 13 COLUM. SCI. & TECH. L. REV. 206, 218-19 (2011).

146 35 U.S.C. § 287(c)(2): For the purposes of this subsection: (B) the term “medical
practitioner” means any natural person who is licensed by a State to provide the
medical activity described in subsection (c)(1) or who is acting under the direction
of such person in the performance of the medical activity.

147 35 U.S.C. § 287(c)(2): For the purposes of this subsection: (E) the term “body” shall
mean a human body, organ or cadaver, or a nonhuman animal used in medical re-
search or instruction directly relating to the treatment of humans.

148 35 U.S.C. § 287(c)(2): For the purposes of this subsection: (A) the term “medical
activity” means the performance of a medical or surgical procedure on a body, but
shall not include.

9 pallin v. Singer, 36 U.S.P.Q.2d 1050, 1051 (D.Vt. 1995).
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%0 35 U.S.C. § 287(c)(2): For the purposes of this subsection: (C) the term “related
health care entity” shall mean an entity with which a medical practitioner has a pro-
fessional affiliation under which the medical practitioner performs the medical activ-
ity, including but not limited to a nursing home, hospital, university, medical school,
health maintenance organization, group medical practice, or a medical clinic.

U S. Patent No. 4,596,812 (filed Aug. 28, 1980).
Patents. Commitment to Innovation, Acclarent, http://www.acclarent.com/
company/patents/ (last visited: 2015.03.16).
Moulton, supra note 145, at 225.
** CR. Bard Inc. v. U.S. Surgical Corp., 258 F. Supp. 2d 355, 361 (D. Del. 2003).

195 “Detaching one or more petals from the inner filler body to vary the stiffness of the
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35 U.S.C. § 287(c)(3): This subsection does not apply to the activities of any person,

or employee or agent of such person ... , who is engaged in the commercial devel-

opment, manufacture, sale, importation, or distribution of a machine, manufacture,
or composition of matter or the provision of pharmacy or clinical laboratory ser-
vices ... , where such activities are:

(A) directly related to the commercial development, manufacture, sale, importation,
or distribution of a machine, manufacture, or composition of matter or the pro-
vision of pharmacy or clinical laboratory services (other than clinical laboratory
services provided in a physician’s office), and

(B) regulated under the Federal Food, Drug, and Cosmetic Act, the Public Health
Service Act, or the Clinical Laboratories Improvement Act.

Eh Lilly & Co. v. Medtronic Inc., 496 U.S. 661, 678 (1990).
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% 1. at215.

161 Claim 11: method of providing a device that includes the limitations of the device
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2 DSU Med. Corp. v. JMS Co., 471 F.3d 1293, 1305 (Fed. Cir. 2006).
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§ 301. Territoriality: Except as provided in § § 302 and 321-323, (1) The law appli-
cable to determine the existence, validity, duration, attributes, and infringement of
intellectual property rights and the remedies for their infringement is: (a) for regis-
tered rights, the law of each State of registration. (b) for other intellectual property
rights, the law of each State for which protection is sought.
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ALI § 302. Agreements Pertaining to Choice of Law: (1) Subject to the other provi-
sions of this Section, the parties may agree at any time, including after a dispute
arises, to designate a law that will govern all or part of their dispute. (2) The parties
may not choose the law that will govern the following issues: (a) the validity and
maintenance of registered rights; (b) the existence, attributes, transferability, and du-
ration of rights, whether or not registered; and (c) formal requirements for recording
assignments and licenses.
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The U.S. Patent Extraterritoriality
and Its Influence to Related Cases
from the Perspectives of
International Private Law

Tsu-Sung Hsieh '

Abstract

The case law in the United States had established the “presump-
tion against extraterritoriality” doctrine, while the statutory law had
enacted the sections of 271(b), (f), (g), and 105 of the US Patent Act
to exceptionally provide the “extraterritorial doctrine”, such that it
would be able to regulate situations such as partial manufacturing
within the United States and overseas assembly thereof to avoid the
all-elements rule, importing of overseas-manufactured products made
by method patents, infringing by extended instrumentalities or over-
seas activities located in non-sovereign areas including outer spaces,
or overseas aiding and abetting acts contributed to an inducement.

Issues relating to international private law regarding extraterrito-
riality include the classification of exclusive jurisdiction to patents
due to its necessity of being registered to the state, which distin-

guishes a patent from other forms of intellectual properties such as
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copyrights. The classification is conducted based on the considera-
tions of factors of comity, doctrine of state action, and the nature of
validity thereof.

The author argues that various sections of the Patent Act shall be
amended to essentially contain mechanisms established at the sections
of 271(a), (b), (), (g), and 105 of the US Patent Act. And, the section
42 of the Law Governing the Application of Laws to Civil Matters
Involving Foreign Elements shall be amended as well to essentially
contain mechanisms established at the section 301 of ALI regulation
to issues of the existence, validity, duration, attributes, and infringe-
ment of intellectual property rights and the remedies for their in-
fringement, and determine the applicable laws to be: (a) for registered
rights, the law of each State of registration. (b) for other intellectual

property rights, the law of each State for which protection is sought.

Keywords: Patent Act, Territorial Doctrine, Extraterritoriality, Overseas
Assembly, Overseas Manufacturing, Aiding and Abetting,
Method Patent, International Private Law, Outer Space, Law
of State Where Protection is Sought
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